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DETAILED ACTION 

1 . This action is responsive to RCE filed 05/03/2007 to the original application filed 
01/21/2000. 

Claims 1-15 are currently pending in this application. Claims 1, 6 and 1 1 have been 
amended. Claims 1, 6 and 1 1 are independent claims. 

Request Continuation for Examination 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 05/03/2007 has 
been entered. 

Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (!) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2)a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a)shall have the effects for the purposes of this subsection of 
an application filed in the United States only if the international application designated the United States and was 
published under Article 2J(2)of such treaty in the English language; or " (Emphasis added.) 

Claims 1-3, 6-8, and 11-13 remain rejected under 35 U.S.C. 102(e) as being anticipated 
by Mortimer et al. (US Patent No. 6091930, filed 03/04/1997). 

As to claims 1, 6, and 11: 

Mortimer teaches a method, program storage device, and system for providing 
prerequisite checking in a system for creating a content object (e.g., customize and modify 
the well-accepted knowledge base of the professor CITbook 40 to generate a student 
CITbook 50 adapted for the professor's class ... generate a customized presentation 
sequence for his/her class in accordance with a desired syllabus), being one of a book 
(e.g. The student CITbook 50), a document, a collection of images, a collection of 
musical selections, a video and a multimedia object from a plurality of individual content 
entities including content for the content object (e.g., a particular type of data including 
text, images, illustrations, simulations, audio and video for inclusion into a professor 
CITbook 50. For example, data relevant to the field of biomedical engineering and in 
particular, relating to the comprehension and construction of neural prostheses is 
collected from technical fields including electronics, electromagnetic fields, mechanics, 
material science, neuroscience, electrochemistry, organ physiology and pathology, and 
other biomedical engineering specialties) and stored in a data repository as a plurality of 
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individual file objects (e.g., The student CITbook 50 ...its stored knowledge base; col. 7, 
lines 5-9), some of the content entities being prerequisites to others of the content 
entities, the method comprising the steps of: 

• adding or removing a selected content entity to or from the content object (e.g., 
subject matter, topic, and knowledge level and the data... manipulate portions of 
the primary knowledge base ... the data added or altered; see Abstract; col. 7, 
lines 1-37; col. 14, lines 37-50 and col. 16, line 5 5 -col. 17, line 18), wherein a 
prerequisite content entity is associated with another content entity and designated 
for inclusion in the content objects for which that other content entity is selected 
and placed (e.g., the general purpose CITbook 30 is created based on an assembly 
of data entry modules 60. The data modules 60 each process a particular type of 
data including text, images, illustrations, simulations, audio and video for 
inclusion into a professor CITbook 50. For example, data relevant to the field of 
biomedical engineering and in particular, relating to the comprehension and 
construction of neural prostheses is collected from technical fields including 
electronics, electromagnetic fields, mechanics, material science, neuroscience, 
electrochemistry, organ physiology and pathology, and other biomedical 
engineering specialties ... determine which portions of the collected data are 
well-accepted among experts in the relevant field. The well-accepted data 
includes data which is believed to be "true" at the time of review and of course 
includes established proven theories and topics. The set of well-accepted data is 
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considered the "truth" in the relevant field of study and forms a primary 
knowledge base of the professor CITbook 40; col 7, lines 39-62 /a map module 
130 allows professor CITbook 40 and student CITbook 50 creators, namely 
professors and other experts, to define a preferred presentation route through the 
knowledge base by creating data links 132 between topics or objects and also 
allows student CITbook 50 readers, for example students, to create customized 
presentation routes which become personalized sequences. The links are created 
in many ways such as by linking all similar key words 134, manually selecting 
links 136, and linking objects based on a set of questions and answers 138; col 
11, line 61-col. 12, line 8 and col. 18, line 60-col 19, line 28), and wherein the 
associations between content entities and prerequisite content entities are stored 
external of the individual file objects (e.g., The student CITbook 50 ...its stored 
knowledge base in the preferred or customized presentation sequence; col. 7, 
lines 1-26) containing the content entities (e.g., the student CITbook 50 ... which 
includes multimedia components for presenting various formats such as textual, 
graphical, video/audio, and simulations; col 14, lines 12-22); 

• examining the stored associations between content entities and prerequisite 

content entities and determining if the selected content entity has any prerequisite 
content entities associated with that content entity (e.g., determine which portions 
of the collected data are well-accepted among experts in the relevant field. The 
well-accepted data includes data which is believed to be "true" at the time of 
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review and of course includes established proven theories and topics. The set of 
well-accepted data is considered the n truth" in the relevant field of study and 
forms a primary knowledge base of the professor CITbook 40. Preferably, a 
separate professor CITbook 40 is generated for each selected scientific area or 
subject matter; col 7, lines 38-62; col. 8, lines 39-51; and coll 3, lines 18-32); 

• and if so, automatically (e.g., dynamic; see Abstract) adding or removing the 
associated prerequisite content entities to or from the content objects (e.g., once 
the professor CITbook 40 is generated from well-accepted knowledge determined 
by a community of experts, the same data-entry modules 60 used to receive, 
organize and categorize input data allow the professor to create a student version 
of the CITbook for distribution to students in his/her class ...by altering, adding 
and deleting any material existing in the primary knowledge base of the professor 
CITbook 40 as well as adding personal topics; col 14, lines 37-50 and col 16, 
line 55-col. 1 7, line 45). 

As to claims 2, 7, and 12: 

Mortimer teaches one or more of the prerequisites are conditional (e.g., a set of rules and 
restrictions with which inputted information must comply; col. 15, line 5 2 -co I 16, line 
12). 



Application/Control Number: 09/488,969 



Art Unit: 2176 



Page 7 



As to claims 3, 8, and 13: 

Mortimer teaches the conditions for applying a prerequisite are defined in one or more 
rules (e.g., a set of predefined data-entry rules 74 or specifications for the document- 
entry process. The rules include specifying a selected data format which the data must 
comply with before it is accepted by the interactive system. The data-entry rules provide 
for formatting, organizing, categorizing and integrating the inputted material into a 
professor CITbook ... rules 74 also include categorization rules which determine the 
category of each portion of entered text such as "Subject Matter, " "Topic, " "Chapter 
Title, " and "Education Level " Categorization is performed for example by searching for 
key words or requesting the data-entry person to identify the material; col. 8, lines 18- 
51). 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



This application currently names joint inventors. In considering patentability of the claims under 35 U.S.C. 103(a), the 
examiner presumes that the subject matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is advised of the obligation under 37 
CFR 1.56 to point out the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C 1 03(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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Claims 4-5, 9-10, and 14-15 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mortimer et al. in view of Tabuchi (U.S. 6,606,633 - filed 09/1999). 

As to claims 4, 9 and 14: 

Tabuchi teaches in the case of more than one of the rules pertaining to the same 
prerequisite, further comprising the step of reducing the rule set if possible into a smaller 
set of rules (col 4, lines 4-60, col 10, line 59-col 11, line 36 & see fig. 5 and the 
associated text). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Mortimer with Tabuchi because it would have provided 
the capability for checking a possibility/impossibility of relating of a data object with 
reference to the structuring rule table, and the compound document object, when newly 
relating to other object, inquires of the rule searching means whether relating of the 
objects in a desired relation is possible or not. 

As to claims 5, 10 and 15: 

Tabuchi teaches the step of rewriting any negative rules as positive rules (e.g., whether a 
structuring rule is being used in a compound document object or can not be recognized 
... when the number of references of the designated structuring rule is not 0, the 
structuring rule in question will not be deleted; colli, lines 23-37). 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Mortimer with Tabuchi because it would have provided 
the capability for checking a possibility/impossibility of relating of a data object with 
reference to the structuring rule table, and the compound document object, when newly 
relating to other object, inquires of the rule searching means whether relating of the 
objects in a desired relation is possible or not. 

Response to Arguments 

5. Applicant's arguments filed 05/03/2007 have been fully considered but they are not 
persuasive. 

Applicant argues that Mortimer does not teach examining the stored associations between 
content entities and prerequisite content entities and determining if the selected content 
entity has any prerequisite content entities associated with that content entity and adding 
or removing the associated prerequisite content entities to or from the content object 
[Remarks, page 9]. 

In response, Mortimer teaches examining the stored associations between content entities 
and prerequisite content entities and determining if the selected content entity has any 
prerequisite content entities associated with that content entity (e.g., determine which 
portions of the collected data are well-accepted among experts in the relevant field. The 
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well-accepted data includes data which is believed to be "true " at the time of review and 
of course includes established proven theories and topics. The set of well-accepted data 
is considered the "truth " in the relevant field of study and forms a primary knowledge 
base of the professor CITbook 40. Preferably, a separate professor CITbook 40 is 
generated for each selected scientific area or subject matter; col 7, lines 38-62; col. 8, 
lines 39-51; and coll 3 \ lines 18-32)\ and adding or removing the associated prerequisite 
content entities to or from the content object (e.g., once the professor CITbook 40 is 
generated from well-accepted knowledge determined by a community of experts, the same 
data-entry modules 60 used to receive, organize and categorize input data allow the 
professor to create a student version of the CITbook for distribution to students in his/her 
class ...by altering, adding and deleting any material existing in the primary knowledge 
base of the professor CITbook 40 as well as adding personal topics; col. 14, lines 37-50 
and col 16, line 55-col 17, line 45). 

As to dependent claims 2-5, 7-10 5 and 12-15, the arguments are not persuasive for reason 
as discussed above with regards to independent claims 1, 6 and 11. 

Conclusion 

5. The prior art made of record, listed on PTO 892 provided to Applicant is considered to 
have relevancy to the claimed invention. Applicant should review each identified 
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reference carefully before responding to this office action to properly advance the case in 
light of the prior art. 

Contact information 

6. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Maikhanh Nguyen whose telephone number is (571) 272-4093. The examiner can 
normally be reached on Monday - Friday from 9:00am - 5:30 pm. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Doug Hutton can be reached 
at (571)272-4137. 

The fax phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Any response to this action should be mailed to: 

Commissioner for patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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^ WILLIAM BASHORE 
PRIMARY EXAMINER 



